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THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
Quantum Test Prep, ) Opposition No. 91209816
) Serial No. 85804808
Opposer, ) Mark: QUANNT PREP
V. )
)
Mr. Solomon Berman, )
Applicant. )
)

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

MR. SOLOMON BERMAN'’S OPPOSITION TO QUANTUM TEST PREP’S
MOTION TO EXTEND TRIAL PERIODS

Mr. Solomon Berman (“Applicant™) hereby opposes Quariest Prep’s (“QTP”) motion
to extend trial periods, Docket #25, for the reasonsos#t below:

QTP is essentially asking for two things under one ampian extension of the trial period
(which is currently ongoing) and a reopening of the July 10, 2i@bdiline to produce pretrial
disclosures. Applicant will address these two issuparagely.

Extension of Trial Periods

From the beginning, QTP has attempted to delay these progseednd refused to comply
with the deadlines set out by this Board.

Pre-Trial Conference: Failure to Disclosure

During the parties’ pre-trial conference, QTP and Applieagmeed to exchange specimens

of first use in the United States in an attempt to resthiigeissue before it began, as QTP’s date



of first use in the United States is the central isgubeoproceeding. QTP failed to provide these
specimens as agreed upon.

Discovery: Delays and Incomplete Disclosures

QTP’s continued to ignore and miss deadlines during tleewbsy period of this case.
Applicant served his first set of interrogatories argluests for production of documents on June
28, 2013. Docket #8. QTP, despite Applicant’s numerous rensiraaiel good faith attempts to
resolve the matter, failed to provide the discovespoases, and on September 4, 2013 Applicant
was forced to file a motion to compel their responseskBo#9. QTP ignored this motion, and
not only failed to provide the requested discovery, but aldandi even bother to reply to the
motion to compel. QTP’s willful ignorance of the diseoy requests and the motion to compel
further forced Applicant to file a follow up motion on Ooéw 7, 2013, requesting that the motion
to compel be granted due to QTP’s ongoing failure to respmhdraduce the requested discovery.
Docket #12. It was not until October 31, 2013, almost 60 dégsAbplicant’s motion, that QTP
felt the need to file a response to the motion to conitket #13. QTP’s failure to comply with
the discovery deadlines resulted in the proceeding beiageteby three months.

Settlement Discussions. Slence and Further Delays

In February, 2014 Applicant’'s counsel and QTP’s prior cdubggan discussing
settlement. On February 19, 2014, Applicant sent QTP lersetit agreement containing the
terms in which QTP and Applicant agreed upon in principleP @id not respond to Applicant
about the agreement until April 4, 2014. The April 4, 2014 mrespaontained changes that
Applicant immediately stated were not agreeable. Fratypibint until now, a total of five months,
and seven months since the original agreement was@e€Rthas not gotten back to Applicant

about the agreement. The agreement is not complicatddhere are only a few terms not agreed



upon. There is no indication that QTP has or had aeytion to settle, as they have ignored all
talks for nearly half a year; QTP simply wanted to aywmsecuting this case. On July 16, 2014,
Mr. Patel, QTP’s new counsel, did request an additiamsppension for settlement talks, which
Applicant did not agree to, given the fact QTP had thdessnt agreement since February.
Exhibit 1. There are no settlement negotiations going ¢msapoint.

Pre-Trial Disclosures: Noncompliance and Further Delay

After the closure of discovery, the next deadline edicket was for QTP to provide their
pretrial disclosures on July 10, 2014. It is now Septer@pb2014 and nothing has been produced
to Applicant. QTP’s withdrawal of their previous counseltb@ date of the pretrial disclosures
cannot be considered anything but another attempt to delssy pineceedings and have an excuse
for not producing the disclosures on time.

Attached, as Exhibit 1, is an e-mail from Attorneitédh Patel dated July 16, 2014 stating
that he has been retained by QTP in this proceeding. Thisiwdays after the disclosures were
due, and five weeks before the current motion was filed. , QT MIr. Patel, fail to explain why
they waited another six weeks to request an extensiameffor the trial periods and to reopen
the pretrial disclosures deadlin®aron Philippe de Rothschild SA. v. Syl-Rite Optical
Manufacturing Co., 55 USPQ2d 1848, 1851 (TTAB 2000) (applicant’s motion to extendvaisgo
denied when counsel knew of unavailability of witness atmbafore, yet delayed until last day
to seek an agreement on an extension of time).

Every deadline set out by this Court, or the rules ofl ®rocedure, has been missed by
QTP. Every single one. The procedural history of thig cksnonstrate that this request is not for

good cause, but simply another attempt by QTP to delay thigeding.



Reasons to Grant Motion Are Unjustified

QTP’s current request for an extension cited two reasb@sppointment of new counsel
and the voluminous amount of discovery to review ia taise.

Applicant has demonstrated already that QTP’s new cbuve® retained almost two
months ago, and is in fact not newly appointed.

The claim that there is a “voluminous” amount ofcdigery to review is simply false. No
definition of “voluminous” would accurately describe thecovery in this case. To date, Applicant
has produced a total of 69 pages of documents in responséts @duests to produce, and only
one set of interrogatories, with 24 questions, and anef selmissions requests, with 30 requests
to admit were sent by QTP to Mr. Berman. There is no thalythis volume of discovery can be
described as “voluminouslhistruments SA Inc. v. AS Instruments Inc., 53 USPQ2d 1925, 1927
(TTAB 1999) (cursory or conclusory allegations that wergatbunequivocally by the nonmovant
and were not otherwise supported by the record did not agestitshowing of good cause).

QTP’s given reasons to request a delay do not explain wikyw@ited almost sixty (60)
days to file this motion, and it certainly does not jysdineed for a four month (the sixty that have
passed and the sixty requested) extension on top ofixheasths since discovery closed to
prosecute this case. QTP’s delay in requesting this eateisseither a result of their failure to do
their due diligence or is another dilatory act made infaild. Luemme, Inc. v. D. B. Plusinc., 53
USPQ2d 1758, 1760-61 (TTAB 1999) (diligence not shown when movant wagguest more
time until the day of the deadline). QTP has had amgie to prosecute this case and has failed
to show good cause as to why an extra sixty days is wadrdhtery day in which this proceeding
is ongoing Applicant, and his company, sit in limbo ahéoability to use, and register their name,

further delaying this proceeding puts a large burden upon Applicant



Concluding Remarks

QTP has the burden to prosecute the claims they setirfiottiis proceeding, as from the
beginning, QTP has done everything possible to avoid this abligahd have acted in bad faith
throughout the proceeding. QTP has demonstrated they haweerest in complying with any
deadlines in this proceeding, and instead have willfultprgd them, and continued to delay this
proceeding. Yet, they have the audacity to ask to extengribeeeding even more. Applicant
believes that every action, or more accurately statedtion by QTP has been to delay this
proceeding. This includes QTP’s “desire” to settle this matte

Reopening Pretrial Disclosures Deadline

QTP’s has requested a reopening of the July 10, 2014 pdetdldsures, and an additional
sixty (60) days, to provide Applicant their pretrial distires. QTP cites a change of counsel as
their reasoning for this request. QTP’s motion was filewat sixty (60) days after the disclosures
were due, and fifty-five (55) days after QTP retained new aun@TP and their new counsel
were aware of the deadline for the pretrial disclosuges they have decided to wait almost two
months to request an extension. QTP provides no exmara to the sixty day delay in filing
this request. QTP’s late request appears to be soletlyedquurpose of delaying this proceedings,
even more than it already has, and is clearly mathadnfaith.

On Excusable Neglect

Pursuant to Fed. R. Civ. P. 6(b)(1)(B), TMEP 509(1)(bartyestates that “when an act
may or must be done within a specified time, the coan,rfor good cause, extend the time on
motion made after the time has expired if the parilgdato act because @kcusable neglect.”

TBMP 88 509.01(b)(1), 534 and 536 (3d ed. 2011), (emph added) Thisrsuétion here, and

1 QTP’s prior counsel stated in their motion to withdratiiat QTP was aware of all upcoming deadlines. Docket
#22.



QTP does not even argue that it is. They offer noufdfcor legal support for reopening the
deadline to submit their pretrial disclosures.

There are four factors to be considered, within theeotioif all the relevant circumstances,
to determine whether a party’s neglect of a matter issatde: (1) the danger of prejudice to the
non-moving party; (2) the length of the delay and its gakmpact on judicial proceedings; (3)
the reason for the delay, including whether it was witha reasonable control of the moving
party; and, (4) whether the moving party has acted in gaithd SeePioneer Investment Services
Company v. Brunswick Associates Limited Partnership, 507 U.S. 380, 395 (1993).

The Board has consistently held that the third faettive reason for the delay and whether
it was within the movant’s control — to be of paramoumportance Pumpkin Ltd. v. The Seed
Corps, 43 USPQ2d 1582 (TTAB 1997) at 1587 n.7; see @bt Nutfield Brewing Co., v. Hudson
Valley Brewing Co., 65 USPQ2d 1701 (TTAB 2002). Taking each factor into accourd th&o
doubt that QTP’s delay cannot be considered excusablechegleher, there is no question that
the paramount factor, number three, weighs squarely agafimting of excusable neglect.

The danger of prejudice upon Applicant, which is the fastor to consider, is very high,
as reopening the deadline for filing their pretrial disates would subject Applicant to a potential
trial deposition. There would be a burdensome amount d, terpense, and other potential
negative impacts of having his testimony taken, which Appticamd other witness associated
with Applicant, should not be subject to because of QTiglect. Further, Applicant is
prejudiced as granting this motion would allow QTP moretithen the sixteen (16) months they
already have had, to investigate their claims and findes#es to take testimony for. All these

implications go to the benefit of QTP, the party in vhitas consistently missed deadlines

2 Applicant will address QTP’s patently false statentleat there is voluminous amounts of discovery and pleadings
to go through



throughout this proceeding, and to the detriment of Appliche deadlines are set for a reason,
to prevent inequity on either side, allowing QTP to contitmeniss these deadlines without
consequence creates great inequity and prejudice againstagpli

As for the second factor, the length of time of thexglelt has been almost two months

since the disclosures were due. A reopening of the tinsailtanit pretrial disclosures, and its
potential impact on judicial proceedings, would causelanatignificant delay. A reopening of

the deadline and allowing an additional sixty (60) days wtatll a four month extension, and

delay to the proceedings. QTP’s dilatory acts have ddldiilese proceedings substantially
already.

The thirdPioneer factor, i.e. the reason for the delay and whetharas within QTP’s
control, and the forth factor, whether QTP has actepbad faith, should be looked at together in
this case. It is very questionable that QTP’s prior cdugiseted to withdraw on the night the
disclosures were du&-W Licensing Corp. v. Di Pardo Packing Ltd., 60 USPQ2d 1372, 1373
(TTAB 2001) (attorney's unwarranted and untimely requestpmission to withdraw from
representation of party viewed as bad faith attempt tmrobnh extension of time=W Licensing
Corp. makes it very clear that “a motion to withdraw cartm®tused as a subterfuge to obtain an
extension that party would otherwise not be entitled tto% is exactly what QTP has be done.
SFW Licensing Corp. at 174. QTP’s prior counsel had the full allotment ofetita produce the
pretrial disclosures. QTP’s prior counsel withdrew at ainid:00 PM of the day the disclosures,
therefore, the fact that they have new counsel shawd ho bearing on this deadline as they had
counsel until the last moment the disclosures were fardduced. Exhibit 2.

Additionally, Mr. Burda’s withdrawal motion specificalégated that QTP was aware of all

upcoming deadlines, therefore, there is no evidence orréadmelieve that QTP was unware of



the deadline. Applicant believes that the withdrawaliomotvas filed by QTP in bad faith with
dilatory purposes, on the deadline for the disclosureanasittempt to further delay these
proceedings and allot QTP additional time. To further evieéhat QTP has acted in bad faith is
the fact that they retained an attorney on July 16, 204 did not file this motion or an
appointment of new counsel until six weeks later. ExHibiOn July 16, 2014 Applicant made
QTP’s new counsel aware that the pretrial disclosures axelue, despite these notifications
QTP waited another five weeks to file this motion. QTP pravide explanation for this delay.
SFW Licensing Corp. at 173. (opposers had not come forward with “detailed faetgtired to
carry their burden explaining their inaction).

Additionally, as this Board has explained previouslf?umpkin:

“[Under] our system of representative litigation, a panust be held accountable

for the acts and omissions of its chosen counsel, thathfor purposes of making

the “excusable neglect” determination, it is irrelevirt the failure to take the

required action was the result of the party’s coungeigect and not the neglect

of the party itself. Pioneer, 507 US at 396 (citingiink v Wabash R. Co., 370 US

626 (1962) andUnited States v. Boyle, 469 US 241 (1985)).

43 USPQ2d at 1587.

As this Board has stated previously, it is well settled #hperson is by the consequences
of the conduct of the party’s freely-selected counseluding both the acts and omissions of
counsel. Thus, the argument that the withdrawal of cosheeild allow for a missed deadline to
be reset is irrelevant, as QTP’s previous counsel hathahefit of all the available to time to
submit pre-trial disclosures to the Applicant, and botledaio do so, as well as failed to request

additional time.



EveryPioneer factors way against a finding of excusable neglect. Thenmaunt factor,
number three, suggests that the failure to file thisangprior to the deadline being missed was
done on purpose, in bad faith, to delay these proceedings.

Applicant reiterates that QTP has the burden of praisgcthe claims they set forth, at
some point this has to happen. QTP’s new counsel has had &xtwéeatch up” on the pleadings
and discovery in this case, which are both minimal, natiaddl time is needed, and QTP has
failed to show good cause why it is.

Prayers for Relief

Wherefore, Applicant requests this Board to:

A. deny QTP’s motion to reopen the pretrial disclosures;
B. deny QTP’s motion to extend the trial dates;
C. keep the current deadlines as previously set; and,
D. grant any further relief that this Board sees fit.
Dated: September 8, 2014 Respectfully submitted,

Solomon Berman
By its Attorneys,
Lambert & Associates

/s/ Brendan M. Shortell
Brendan M. Shortell, Esq.
LAMBERT & ASSOCIATES
92 State Street, Suite 200
Boston, MA 02109

Tel. No.: (617) 720-0091
Fax. No.: (617) 720-6307




CERTIFICATE OF ELECTRONIC FILING

| HEREBY CERTIFY that this OPPOSTION TO QUANTUM TEST PRER®TION
TO EXTEND TRIAL PERIODS was filed electronically with theaBiemark Trial and Appeal
Board on September 8, 2014.

/s/ Brendan M. Shortell
Brendan M. Shortell

CERTIFICATE OF SERVICE

| HEREBY CERTIFY that a true and correct copy of this OPPIOSI TO QUANTUM
TEST PREP’S MOTION TO EXTEND TRIAL PERIODS was sent via draad first class mail
on this day of September 8, 2014 to the Applicant’s courisetcord at the following address:

Mitesh Patel
1580 W. El Camino Real, Suite 13
Mountain View, CA. 94040

/s/ Brendan M. Shortell
Brendan M. Shortell




Brendan Shortell

From: Mitesh Patel <mitesh@legalforcelaw.com>

Sent: Wednesday, July 16, 2014 6:03 PM

To: shortell@lambertpatentlaw.com; Arun Bose

Subject: Berman v. Quantum Test Prep - Opposition No. 91209816
Mr. Shortell,

| have been retained by Quantum Test Prep today in coonecith TTAB Proceeding No. 91209816 between
our clients.

| understand you were in settlement negotiations andheanatter was in suspension. | would like to set up a
time to discuss this matter with you while | get up to sppethaps on Friday July 18 if you're available, or
sometime early next week.

In the meantime, while | prepare to make an appearanced woulconsent to a 30 or 45 day suspension to
give me time to get up to speed and so we can discuss Sibiligf settlement? | understand there have
been some issues about discovery from looking at theetiddave those matters been settled?

| look forward to working with you on this matter, pledsieme know if you have any questions.

Regards,

Mitesh Patel
Attorney

call: 1-650-390-6458

email: mitesh@legalforcelaw.com

connect: http://www.linkedin.com/pub/mitesh-patel/40/334/732
ask: http://www.quora.com/Mitesh-Patel-11

LegalForce RAPC Worldwide
Professional Law Corporation
1580 W. El Camino Real, Suite 13
Mountain View, CA 94040

United States of America

www.legalforcelaw.com

About LegalForce RAPC Worldwide - LegalForce RAPC Worldwide is a leading general practice law firm serving the
diverse needs of individuals, businesses, and institutions worldwide. RAPC Worldwide is a law firm in the

LegalForce network. Each LegalForce network firm is an independent law firm authorized and regulated by the State Bar
in which it is licensed, and shares the aim of upholding high ethical standards while offering exceptional legal expertise
and access with an uncompromising commitment to client needs.

This electronic transmission contains information which is confidential and/or privileged. The information is intended for
use only by the individual or entity named above. If you are not the intended recipient (or the employee or agent
responsible for delivering this information to the intended recipient), you are hereby notified that any use, dissemination,
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distribution, or copying of this communication is prohibited. If you have received this information in error, please notify
me by electronic mail and delete all copies of the transmission. Thank you.



Brendan Shortell

From: Douglas Burda <douglas@burda.co>

Sent: Thursday, July 10, 2014 10:46 PM

To: Douglas Burda

Subject: Request to Withdraw as Attorney
Attachments: 91209816 QUANTUM Burda IP Withdrawal.pdf

Please see the attached.
Sincerely,

Douglas B. Burda, Esq.

BURDA IP

Trademark & E-Business Law
1133 6th Avenue, Unit 207
San Diego, CA 92101 USA

douglas@burda.co
Direct. 619 955 8312
Cell/Text. 248 217 0002
Skype. douglas.burda

burda.co

Click to schedule a meeting with me.
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